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Disclosure

A “disclosure” is a confidential document
written by a WSU Researcher to determine
whether patent protection should be sought

for the described invention.

Formally initiates the commercialization

process and acts as a recordkeeping point in
our office.

Mechanism to combat “public disclosure”
and lose out on potential patent protection.




Triage
(or assign degrees of urgency to)

Review Disclosure Form and
Conduct Researcher Interview

Conduct Patentability Assessment
(discussed in-detail later)

Conduct Marketability Assessment
(don’t worry, we’ll get there)

lll Use this information to formulate
our IP Protection Strategy




What is Intellectual Property (“IP”)

«“anything under the sun that is made by man™*

« Categories of Intellectual Property:
-Patents (Governed by Federal law)
-Copyrights (Federal law)

- Trademarks (Federal law)
- Trade Secrets (State law)

« Legal tools that creates artificial market
monopolies that are intended to promote
investments in products and services.

*These materials are for informational purposes only and not for the purpose of providing legal advice
**Diamond v. Chakrabarty 447 U.S. 303 100 S. Ct. 2204; 65 L. Ed. 2d 144; 1980 U.S. LEXIS 112; 206 U.S.P.Q. (BNA) 193



https://en.wikipedia.org/wiki/United_States_Reports
https://supreme.justia.com/us/447/303/case.html
https://en.wikipedia.org/wiki/L._Ed._2d
https://en.wikipedia.org/wiki/U.S._LEXIS
https://en.wikipedia.org/wiki/U.S.P.Q.
https://en.wikipedia.org/wiki/Bloomberg_BNA

IP Protection Strategy

* Protect Embodiments of
Ideas

* “Negative” Right to Exclude
Others from using an
invention

» Term of 20 years

« Protect Original Expressions
of Authorship

« Often used to protect
Software

» Term of Life of the Author

+70 years

* Protects Brands and
“Source Signifiers”

» Based on “use” and has

perpetual term of protection




Intellectual Property Protections
‘What is a Patent?

* A legal document containing a set of claims that
distinctly point out the protected invention

- Confers to patent holder the right to
exclude others from making, using,
selling, importing invention for 20
years

- Inventor must disclose to the public in
exact terms how to make and use the
invention

It does NOT give you the right to
practice your invention

*Each country has it’s own patent system and associated rules
*Patent protection only applies where the patents are filed.




Intellectual Property Protections
What is a Copyright?

* A copyright is a form of protection given to
authors of creators of original works

= Protects original works of authorship

* Your work is protected by a copyright as
soon as it is created and affixed in a
tangible form
=You don’t need to register a copyright to

have a copyright

« Life of the author plus 70 years or 120 years
from the first publication, depending on the
nature of authorship

 Current law: Copyright Act of 1976, is
codified in Tile 17 of the US Code




Intellectual Property Protections

What rights are granted with a Copyright?

« Copyrights entitles the author of the work to do the following:
- Make copies of the work
= Distribute copies
= Perform the work publically
= Display your work
- Make derivative works

« The law provides ways in which copyright work may be used without the
need to obtain permission

= Fair use (The Teach Act, Section 110(1) Copyright Act)
= Public Domain

» Not everything is protected by copyright law
= Facts, ideas, systems, or methods of operation




Intellectual Property Protections
‘What is a Trademark? T
* Protected Under Federal and State law M
=« Trademarks are earned

- Come into being through actual use

« A Trademark protects words, phrases, symbols, or
designs identifying and distinguishing the source of
the goods.

* Ildentifying and distinguishing one party from
others in the field.

« Service marks are the same as a trademark, expect
they identifies and distinguish the course of a service
(rather then a product or good)




Intellectual Property Protections

What is the function of a Trademark

* Indicates the source of origin of goods or

services | |
. . M AGNE T BOX
- Helps to guarantee quality in a customers AR o

- Creates and maintains a demand for the product s
« Marketing Tool

*You don’t have to register a trademark to have it
protected, but there are advantages

= Constructive notice (register a claim of
ownership)

- Exclusive rights




Intellectual Property Protections

What is a Trade Secret?

* A trade secret is a formula, pattern, physical device,
idea, process, or compilation of information which is
generally known or reasonably ascertainable

 Allows for an economic advantage over competitors

* Nothing formal here you just need to keep a secret
= Restrict access to the information
- Limit the people that know the information
-Have NDA'’s in place



Intellectual Property Protections
What is the function of a Trade Secret

« Unlimited duration with regards to protection

= Last longer then patents (20 years) and copyrights (life of the
author plus 70 years or 120 years from the first publication,
depending on the nature of authorship)

= As long as you keep the secret
* Protection is theoretically world wide
* No formal registration
- Effective immediately

« Can function as IP protection
- Only as good as the system in place to keep it a secret

- Examples: Coca-Cola, KFC Chicken Recipe, Big Mac Special
Sauce (isn’t it just ketchup and mayo?)




Intellectual Property Protections
*Take Away

* There are a few different ways to protect IP
- Everyone thinks of patents but it might not be the best fit

 Patents, Copyrights, Trademark, Trade Secret

« Budget and Timeline are big deciding factors here

- Generally speaking Patents are the most expensive and Trade
Secrets are the least expensive

- Trade offs on protection/enforcement and cost
- What is important?

* Talk to someone to help map a strategy

« If you are interested in pursuing a patent, you should talk to
someone before it goes public



Patentability Assessment

harm or bar our patent application?

* What “Prior Art” exists that could potentially\

J

* How unique is the technology from the
“Prior Art”?

N

* |s the technology protectable and will the
protection be valuable?




Patentable Subject Matter

» What is Patentable?

» Processes - Pharmaceutical Processes

» Machines - pacemaker, Laser Jet printer,
prosthetic

Manufacturing Methods - Laser drilling -5

Compositions of Matter - semiconductor
materials, drugs

» Or Improvements thereof

T 1= :
» What is not Patentable , == 43\,{‘4
» Phenomena of Nature - Hurricanes, Lightning, US 09/477.175
Gravity Granted: Jan 4, 2000

» Scientific Principles - Math
» Abstract Ideas - Business Methods




What is “Prior Art”’?

“Prior Art” is ALL information that has been

made available to the public in ANY form

before a given date that might be relevant

to a patent’s claims.

= On the more extreme ends it can include
Egyptian parchments in hieroglyphics held
in a library in Tibet

= The bible has been used as prior art by the
UPTO

What could this include?

- Issued Patents Applied

Psychology

- Journal Articles
- Speeches
- Magazine Articles

a» United States Patent
Long, 11

(10) Patent No.:  US 6,360,693 B1
(45) Date of Patent: Mar. 26, 2002

(54) ANIMAL TOY

(76) Inventor:  Ross Eugene Long, HI, 4732 Reinhardt
Dr, Oakland, CA (US) 94619

Notice:  Subject w any diselsimer, the term of this
patent is exteaded or adjusted under 35
USC. 154(b) hy O days.

(21) Appl. No.: 09454229

(22) Filed: Dec. 2, 1999

[£1 RN o KPR . AOLK 29/00
(53 08 Qoo s INT0
(58) Field of Search ........ e 119 17,

119/709, 710, 711, 467, 468,

(56) References Cited
U.S. PATENT DOCUMENTS

911 Cousin
912 Smith .
Garrison

B e
W1 CGoldan ¢f al,

* 81993 Markham et al. ...
* 51998 Jeaking

7 A 1098 LSS s 19520
* cited by examiner
Primary Examiner—Thomas Pricc
(57) ABSTRACT

An apparatus for use as a toy by an animal, for example a
dog, o cither fetch carry oc chew includes a main section
with at least one profrusion extending therefrom that
resembles 2 branch in appearance. The toy is formed of any
of o aumber of materisls including rubber, plasiic, ar woed
including wood composites and s solid, It is ither rigid or
flexible. A avoring (sceus) is added. if desired. The foy is
adapted to float by including a material therein that is r
than water or il is adapled 10 glow in the dark, as desired, by

¢ addition of a fluorescent materisl that is cithes inchuded
tesial from which the toy is made or the flourescent
al s applied thereto x5 a coating, The toy may be
segmented (i.c., notebed) so as 10 bresk off imto smallee
segments, as is useful for smaller animals or, alternatively,
to extend the life of the 1oy, Various textured surfaces
including camouflage colorings arc anticipated as are
stright or curved main sections, The oy may be fomed of
any desired matenal, as described, s 10 be edible by the
animal

20 Claims, 3 Drawing Sheets




Parts of a Patent: Cover Page

- Patent # / Publication #

Serial Number

* Priority/Filing Date
*This is a key part when

considering what is and is
not prior art

*Related/Referenced
Publications

*Might be worth looking at

nz United States Patent
Zhong

US 8,263,103 B2
Sep. 11,2012

US008263103B2

10y Patent No,:
(45 Date of Patent:

(54) MEDICAL ARTI FCONTAINING
BIODEGRADABLE POLYMERS AND
ACID-NEUTRALIZING CATIONIC SPECTES

(75)  Inventor:  Sheng-Ping Zhong, Shrewsbury, MA

(Us)

(73] Assignoe: Boston Sclentific Sclmed, Tne. Maple
Grove, MN (US)

(®) MNaotice Subject to any disclaimer, the term of this
patent & extended or sted under 35
LLS.C. 1534(b) by 391 days.

(21) Appl. No.: 11/343,628

(22) Kt Jan. 31, 2006

Prior Publication Data
35 Al

S 200701 781 Aug. 2, 2007

(51) Inl.TH

AGIF 2 (2006.01 )
(52) US.CL ... - 4241423
(58] Field of ] F-lM1Ih.lunn Search . . Naone

See application filke for complete m.'an:h Insmr\.
(56} Referenves Cited

LLE, PATENT DOCUMENTS
-lhll 157 A 121986 Tomalinetal .. 8 S2R39)
A * 21998 Tomalia et al 424 a%6
5 L1305 A V1998 Mileo « al
5.830.7300 A IV1998 Germas ef al.
SEMONY A 111998 \hlg:nlmdal

6137448 A 102000 Domb .o
6261162 Bl TH01 Lan et al
6440405 Bl R2002 Cooper et al

6609 504 B2* RA04 Roweetal oo,
6743521 B2 &304 Habbell etal. ... 43
TAIE03E BI* 11X06 Limoa "
NHZ004 1862 Al 42007 FPrusiner el o . 8.2
ORI MM368 Al VM3 Lywn o al ANy

20030129158 Al 72003 Matihows o al o A24TEAT
IO DI M4RI0 ALY TO0DY Sprimgate of al e SIAA4
2003 0IR02S0 AL 2003 Chauhan < al. e

2003 0090564 AL* 102003 Panitch et al
20030236514 Al 122003 Schware
42004 Chu ot al,

79 G200 Roesleraal -I“-l 426
‘II[I- 0027064 .1.l 22005 Lynn et al
20080157 148 2008 Helmus e al
200502 TR01S u' 122005 D et al 62371.3%

COTHER PUBLICATIONS

Anss U. Biclinska o al., = atice of menibose-basad

dendrimerDNA, complexes for solid phase 4 on i vitro and

m vivo,” Siomatersals, vol. 21 {2000), pp. §77-58

Duske Cakars @ al, "Microscopic Profonalion Equilibria of

Polylamidosmine ) Dendrimers from Mncroscopic Tameions™ Mar
ol 36 {20003}, py. 420314 207

. “Charging and / egation of Lates Py

Oppositely Charged Dendsimers™ Lamgmair, vol. 20

TARA.7471,

Ulrik Bons ef o], "Dendsimers in drug sescarch™ Chem. Soc. Rew.

wol. 33 (2004), pp. 43-6

Barharm Klajnert ef al., “Dendrimers: propertics and appli

Aot Miockinics Maloaica, vol. 48, No. 1 (2001 k, pp. 199-208,

Ragheb Abu-Rmailch et al , "Dendrimers in cancer research,” Drwg

Dethvery Systems amd Sclewoes, vol. 5, N 3(200F), ppe 65-TH

. Aulenia ef al , " Demdrimers: & new class of nanoscopic

amd dedivery devices,” Furopean Polymer Joumsl, 2003, 39 1741-

* cited by examiner

Prinary Evaminer — Paul Dickinson

(74} Atorney, Agemt, or Firm — Mayer & Willams PC;
Dewvacd B. Bondey, Keum J, Park

ABSTRACT

According o an aspect of the present mvention, medical
artiches are provided, which are at least partially biodegrad.
ahle. The madical aricks comprise (a) biodegmdable poly-
s that produce acidic molecules upon degradation; s (h)
acid meutralixing cationic species.

13 Claims, Yo Deawings



Parts of a Patent: Specification

AL

« engine ad e
oA s,

4

[I.ECTH L ENERGY i

ORAGE DEVICE [

FTIORALLY
0 | i H FLECTAIC !
\“‘. 7 - A

12-\

[uu GOMTROLEV Cé‘l-»'
b 3

]

i
ELECTRIC MCTOR].

| TRAREHISHCN
] [

e—————

-

N,

*Clarifies/Defines
language for use in
claims

*Describes “best mode” of
operation or use of the
invention

Enables one who is
“skilled in the art” to
practice the invention

*This is the part that
supports the claims



Parts of a Patent: Claims

5, The radiation detector of claim 1 wherein the second

We claim: dopant inchudes erbium with a concentration of about 10
1. A radiation detector, comprising: ;mu.::'-u pasts per billion 1o about 200,000 alomic parls per
a container configured to at least reduce external electro- billian. oo .
B L 6. A photovolimic device, comprising
magnetic radiat ion; and . # subsirle liyer,
adetector material disposed inside the container, the detec- a coutact luyer opposite the substrate layer; and
tor material containing at least one element from Group a detecior layer disposed between the substrute kiver and
[1 of the periodic table, at least one element from Group the contact layer, the detector layer containing at least
W1 of the periodic table, a first dopant containing at least one element from Group 11 of the periodic table, af least
one element from Group 11 or Group V11 of the |1|:rit1dli: s one element from Growp VI of the periodic table, a limt

dopanl conlaining al least one elenent from Group 11 or
Group V11 of the perodic table, and a secomd dopant
containing erbium having a concentration of about 10
atomic parts per billion to about 400,000 atomic parts

tahle. and a second dopant containing erbium (Er) huv-
ing a concentration of about 10 atomic parts per billion
to ahout 400,000 atomic parts per billion,

2. The radiation detector of claim 1 wherein the second per billwo,
dapant includes erbium (Er) at @ concentration of about 7. The photovoliaic device of claim 6 wherein the second
15,000 parts per hillion to about 2000000 parts per billion. dopant includes erbinm at a concentration of about |5,000
3. The radiation detector of claim 1 wherein the second parts pee billian to abous 800,000 narts per billic

dopant includes erbium (Er) at a concentration of about 8. The photovoliaic dc”,“ ofclaim 6 wherein the sccond

15,000 parts per hillion to about 100,000 parts per billion dopant includes erblum with a concentration af abow 10
S e :‘]l" : L ADOUE AL P 'l]"‘- - nic parts per billion %o about 15,000 atomic parts per
4. The radiation detector of claim 1 wherein the second -

dapant includes erbium at a concentration of ahout 10 atomic 9, The photovoliaie device of claim & wherein the secomd

parts per billion to about 15,000 atomic parts per billion, dopant includes erbium with a concentration of about 10
atomic parts per billion 1o abont 200,000 stomic parts per
billion.

*The legally enforceable definition of “the invention”

Series of single sentence statements at the end of
the patent that define scope of the patent

*It takes a bit to get adjusted to how these are written




Examination Criteria

*Utility (35 USC §101)
*Does it have some type of use
*An invention should have a practical application
*Novelty (35 USC §102)
°|s the invention new and original
*Obviousness (35 USC §103)

* At the time of filing is the technology obvious to a
person of “ordinary skill” in the art

*Enablement (35 USC §112)
*Do we have a working example



1. Utility

» The invention must satisfy the “useful” requirement in patent
law

» The patent system is designed to reward inventive contribution

Hat Cell Phone holder
13/448,194

» It doesn’t recognize merely creative ideas that have no
application or use

It even comes in a winter hat

‘3261881

"HINYNL "W °H ONV INVYS 'L 'H

0261 'FZ 04 puoreg



>

2. Novelty

» Firstto File

» You lose rights to a patent if:

» The invention is used publicly
» The invention is sold or offered for sale

» The invention is published in a printed publication.

» We have a one year “grace” period in the U.S.

Ideally everything is new and novel

This is
more
realistic

Ideally we want to

work on

technologies that

_ _ _ _ make this jump
» Research is a continuum with small incremental changes




3. Obviousness

Prevents the patenting of relatively insignificant differences
between the invention and the prior art

Conventional transformation and operations on objects
such as:

» Changing the size
» Substituting materials
» Making a device portable
» Moving parts around
General Criteria Include:
» Are the elements necessary available?
» Motivation?

» Reasonable expectation of success?

Method of concealing partial
baldness
US Patent # 4,022,227

@ e
Ga 56

Bread Refreshing Method
US Patent # 6,080,436
LTI




4. Enablement

» Have you provided T
sufficient information

» Depends heavily on MW\ 94
the field of invention W

vvvvvvvv

» Predictable vs.
Unpredictable arts

A
iy ‘
- - S
o 8 8 3
o - ™ o«
...........................
25 120 115 11.0 105 100 95 90 85 80 75 720 65 60 55 S0 45 40 35 30 25 20 15 1.0 05 00 -05

scope




Types of Patents

 Utility: a useful invention that is a
process, a machine, a manufacture,
a composition of matter, OR an
improvement of an existing idea
that falls into one of these
categories

*Design: innovative, nonfunctional
AND part of a functional
manufactured article
- Think the coke bottle

*Plant: any asexually or sexually
reproducible plants that are both
novel and nonobvious

Aug. 3, 1937,

Des. 105,529




Design Patents

» Covers ornamental
aspects or design
elements

» They have a 15 year term

» In my experience, it is =
most commonly used as a
complement to a
trademark




Plant Patents

« Applies to plant varieties that have unique
attributes and can be asexually propagated

*You can’t patent “Tubers” (Jerusalem Atrichokes)
- Very specific example (MPEP 1600)

BLACKBERRY PLANT

Aug. 27, 1935. R. G. HASS Plant Pat. 139
g, 18, 1051 ] Phasz Paz. 1

INVENTOR.
[TuvoLPH G. [1ASS




Steps in Prior Art Searching

« Review the material
- Take some time to look over what we have on the case

- [dentify Keyword

« Set up search terms &;— :
. _ | ~
- Figure out what key words will work in what ever "
"

database you are using (don’t assume google will know —_— .
what you are searching for)

« We are getting close to Skynet google but we are not
there yet

* “Mouse” vs Computer “Mouse”

This vs This

* Search the patent and primary literature for related
examples

« Refine terms(make it more specific if needed)

- Re-do search focusing on terms in the refinement
- Fail Faster




Resources

« Google Patent
= Links directly to the .pdf of the application
= Will translate applications

= This is not always comprehensive, or always up to date, and it can have
duplicate applications

* But it is accessible, and more importantly free

« USPTO

- They have there own tutorial and set of slide for conducting patent
searching (https://www.uspto.gov/patents-application-process/search-

patents)
= They also have there own search engine
(http://patft.uspto.gov/netahtml/PTO/search-bool.html)

- Public PAIR (http://portal.uspto.gov/pair/PublicPair)
« Patent Prosecution History & Links to related applications

 Scifinder
= http://www.systems.wsu.edu/Griffin/ejournals/splash/SciFindSch.html
= Chemical compound searching



https://www.uspto.gov/patents-application-process/search-patents
http://patft.uspto.gov/netahtml/PTO/search-bool.html
http://portal.uspto.gov/pair/PublicPair
http://www.systems.wsu.edu/Griffin/ejournals/splash/SciFindSch.html

Resources

« Google
« I’'m assuming that | don’t need to tell people how this one works

 Free Patents Online (http://www.freepatentsonline.com/)
» Good for both patent and non-patent literature

 European Patent Database (http://ep.espacenet.com)
- | will give you one guess as to what you can search here

« WIPO (https://patentscope.wipo.int)
= Patent Cooperation Treaty (PCT applications) searching
= For International patent application searching

« Google Scholar
» Good for non-patent literature

» Sciencedirect (http://www.sciencedirect.com/)
= Non-patent literature

« Not an exhaustive list there is a lot out there.



http://www.freepatentsonline.com/
http://ep.espacenet.com/
https://patentscope.wipo.int/
http://www.sciencedirect.com/

ldentify Keywords

* If you are going to spend time anywhere
it should be here

« How to identify keywords

- Depending on what you do first you can
uses the applications and advantages ¢ o w0 cee o w0
from the market assessment

A HUMAN NECESSITIES

° You need to br| ng the |dea down |nto o| & Resis B PERFORMING OPERATIONS; TRANSPORTING
OE ¢ CHEMISTRY; METALLURGY

tWO Or th ree main Components that 2017.01 | Version Note(s) [2009.01]

None 1.In section C, the definitions of groups of chemical elements are as follows:

make the tech nOIOgy unique m cor A\Ka\:’:ﬁa\s:L\.Na.K.Rb.Cs.Fr

metals: Ca, Sr. Ba, Ra

Reset

® English data Lanthan elements with atomic numbers 57 to 71 inclusive

= Try and think of synonyms or similar T

D Bilingual data ith atomic numbers 89 to 103 inclusive

ctinides: elements
C O n c e pt S b Refractory metals® Ti, V, Cr, Zr, Nb, Mo, Hf, Ta, W
Path view

Halogens: F, CI. Br, |, At

® Full view
Noble gases: He. Ne, Ar. Kr, Xe, Rn

- Pay attention while you are searching o

D Maingroup view )
Noble metals: Ag, Au, Platinum group

H H . 1 Tree view Light metals: alkall metals, alkaline earth metals, Be, Al Mg
 Alternative wording might pop up S0

4 Deleted entries Iron group: Fe, Co, Ni
1 Subclass indexes Non-metals: H, B, C. Si, N, P. O, S, Se, Te, noble gases. halogens

* Look into patent classification codes oo | e U
= Limited success with this one

= http://web?2.wipo.int/ipcpub#&notion=
cwW



http://web2.wipo.int/ipcpub#&notion=cw

Q

Electrical separator,method for making same and use thereof in high-power lithium cells

US20050255769A1
U Applcation

Set Up Search Terms

« Use all the synonyms and alternate
words

[ Oowniosdpor [B) Fic Prior At

- Go from general to specific e
- Have all the synonyms in the first
search and narrow down to very

specific words
= Core concept should be your last
term

« Cover as much ground as possible

- Broader terms mean seeing
something that you might miss

= See how much prior art is out there

- How narrow our claims might need E




Example Time

How would you search
for this?

*This is a USB shaped
thumb drive that has a
loop to hold the
power cord
-Not really a USB it is
just 3D printed to

look like one.

What are your
Keyword?

Where do you search?




Example

*Are these barring pieces of
prior art?




Example

- After a few refinements we used google
image search

* Some times you need to be a little

% r’l& o 4

' *"'th

Computer & IT

» =

Patent Information

JerxStoppe




Commercilalization

Spin-out Start-ups

*Sometimes WSU Faculty and Researchers are interested
in entrepreneurial activities, and want to start a company
around the IP in the lab (see e.g., Schweitzer Engineering
Phytelligence, Inc.)

Licensing
*Search for Industry Partners who are willing to take on the

business risk of commercializing our IP

*WSU receives a royalty rate for the sale of any products or
services that utilize our underlying IP

Service Centers

*These are internal entities within the WSU ecosystem that
operate as non-profit organizations and allow WSU Faculty
and Staff to test and validate the market (see e.g., Katrina
Mealey’s Lab for MDR1 testing)




Any Questions?




